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Office Action Summary 



Application No. 

09/763,617 



Applicant(s) 

WANNER ET AL. 



Art Unit 

1626 



Examiner 

Golam M M Shameem 

The MAILING DATE of this commun ication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

ExteSI ToUime may be available under the provisions of 37 CFR 1 .1 36(a). In no event, however, may a reply be tamely filed 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )^l Responsive to communication(s) filed on 24 May 2002 . 
2a)D This action is FINAL. 2b)M This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters Prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |3 Claim(s) 31-61 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 31-61 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

I I )□ The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) K Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)IEI All b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.D Certified copies of the priority documents have been received in Application No. . 

3.IEI Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 
Attachment(s) 

1) E NoUce of References Cited (PTO-892) 4) □ Interview Summary (PTOSIS) Paper No(s) . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-1 52) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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Art Unit: 1626 

DETAILED ACTION 
Status of Claims 
Claims 31-61 are pending in this application. 

The Amendment and response filed by applicant in paper No. 10, dated May 24, 2002 has 
been entered and considered carefully. 

Applicant's arguments is fully considered and found persuasive with respect to the 
rejection of claims 31-61 under 35 U.S.C. §102 (e) over Ognyanov et al. (US Pat No. 6,191,165) 
and also under 35 USC § 112 second paragraph but are moot in view of the new grounds of 
rejection. The finality in the last Office action is also moot in view of the new grounds of 
rejection. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a), which forms the basis for all 

obviousness rejections, set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

Claims 31-61 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bondinell et 
al (US Pat No 4,514,414) in view of Sonnewald, U (US Pat No. 4,931,450) and Ali et al CAS 
102. 

Applicant claims the compounds of formula (I) that are suited as GABA uptake 
inhibitors. 



Determination of the scope and content of the p rior art (MPEP $2141.01) 
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Bondinell, Sonnewald and AH are analogous art of the instant claimed invention being 
monocyclic amine compounds with GABA uptake inhibitory activity. 

A^ninmnt nfthe. differ *™ between the prior art and the claims (MPEP $2141.02) 

Bondinell disclosed structural similar compounds of the claims wherein a pyrrolidinyl 
compound is substituted with the same N-A 2 Z and A'X on the pyrrolidine ring. The difference 
between the instant claims and Bondinell is that instead of 2- A'X, Bondinell has a 3- A ! X i.e. 
position isomers. Sonnewald and Ali taught in ring homologous compounds of Bondinell that the 
2-substitution or 3-sustitution of the central ring would not affect the biological activity. 

Findinr of prima fade obviousness-rational an d motivation (MPEP $2142-2413) 
One having ordinary skill in the art would consider the instantly claimed position isomers 
of Bondinell prima facie obvious because position isomerism has been used as a tool to obtain 
new and useful drugs and position isomerism is a fact of close structural similarity. See expate 
Engelhardt 208 USPQ 343, In re Mehta 146 USPQ 284. In the instant case not only one skilled 
in the art would be motivated to choose a position isomer in view of the known teaching in the 
field. One skill in the GABA inhibitor art is deemed to be aware of all pertinent art in the field. 
Sonnewald and Ali disclosed the ring homologous compounds of Bondinell and taught that 
substitution at 2-position on the ring carbon and 3-position on the ring carbon would be expected 
to having similar GABA inhibiting activity. Thus one skill would be motivated to employ the 
prima facie structural variation of position isomerism in modifying Bondinell since one would 
have reasonable expectation that such isomerism would give compounds with similar activity. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Golam Shameem, Ph.D. whose telephone number is (703) 305- 
0116. The examiner can normally be reached on Monday-Thursday from 6:30 AM - 5:00 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
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Joseph Mckane, can be reached at (703) 308-4532. The Unofficial fax phone number for this 
Group is (703) 308-7921. The Official fax phone numbers for this Group are (703) 308-4556 or 
305-3592. When filing a FAX in Technology Center 1600, please indicate in the Header (upper 
right) "Official" for papers that are to be entered into the file, and "Unofficial" for draft 
documents and other communications with the PTO that are not for entry into the file of the 
application. This will expedite processing of your papers. 

Communications via Internet e-mail regarding this application, other than those under 35 
U.S.C. 132 or which otherwise require a signature, may be used by the applicant and should be 
addressed to [joseph.mcKane@uspto.gov]. All Internet e-mail communications will be made of 
record in the application file. PTO employees will not communicate with applicant via Internet 
e-mail where sensitive data will be exchanged or where there exists a possibility that sensitive 
data could be identified unless there is of record an express waiver of the confidentiality 
requirements under 35 U.S.C. 122 by the applicant. See the Interim Internet Usage Policy 
published by the Patent and Trademark Office Official Gazette on February 25, 1997 at 1 195 OG 
89. 

Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist, whose telephone number is (703) 308-2286. 

GolamMMShameem,Ph.D. Celia Chang, Ph.D. 

Patent Examiner Primary Patent Examiner 

Art Unit 1626, Group 1620 Art Unit 1625, Group 1620 

Technology Center 1 Technology Center 1 



August 8, 2002 



